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Status of Claims 

1 . Claims 1-54 have been examined. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-17 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claim 1 is directed to manipulating a "right". However, a right is not 
tangible. Therefore, claim 1 is rejected under 35 U.S.C. 101 as fails to produce a 
useful, concrete and tangible result (State Street Bank & Trust Co. v. Signature 
Financial Group Inc., 47 USPQ2d 1596 (Fed. Cir. 1998)). 

Claims 2-17 are also rejected as each depends from claim 1. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 



The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claims 2, 17, 21, 36, 38 and 54 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claim 2, 21 , and 38 recite "wherein the dynamic condition is external to 
said usage right". However, to one of ordinary skill a usage right lacks "depth" or 
storage capacity, hence as the concept of something being "external" relative to 
a usage right is unclear to one of ordinary skill. 

The term "time of distribution" in claim 17 is a relative term which renders 
the claim indefinite. The term "time of distribution" is not defined by the claim, 
the specification does not provide a standard for ascertaining the requisite 
degree, and one of ordinary skill in the art would not be reasonably apprised of 
the scope of the invention. Claims 36 and 54 are also rejected as each recites 
similar language to claim 17. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1, 2, 6, 8-16, 18-21, 25, 27-35, 37-39, 43, and 45-53 are rejected 

under 35 U.S.C. 102(b) as being clearly anticipated by Stefik et al., U.S. Patent 
No. 5,638,443. 

As per claims 2, 6, 8-16, 18-21, 25, 27-35, 37-39, 43, and 45-53, Stefik et 
al. teach a method for dynamically assigning usage rights comprising: 

• specifying a usage right (figures 7-item 704, 10, 14 and 15; 

• column/line 17/50-21/30; column/line 24/62-26/16) specifying use of 
digital content (e.g. audio, video, text, software) (column 5, lines 48- 
61) 

• determining a status of a dynamic condition (i.e. time, time of day) 
(external to the usage right) (column 18, lines 50-56; column/line 
21/32-22/18) and assigning the usage right to digital content based 
on the status of the dynamic condition (e.g. current time to establish 
expiration or metering dates) (column 21, lines 32-58) 

• usage right such as fees (figure 15; column 17, lines 50-61; 
column/line 23/65-24/61), distribution (figure 15; column 18, lines 8- 
20; column 19, lines 44-58), number of times it can be used 
(column/line 20/63-21/10; column 23, lines 18-20; column 31, lines 
30-40) and printing (figure 15; column 18, lines 8-20) 
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• dynamically assigning and determining using a computer system 
and/or instructions stored on a computer readable medium 
(column/line 12/1-16/55) 
Regarding, when a status of a dynamic condition is determined, Stefik et al. 
teach performing this task continuously in order to properly establish periods of 
validity and/or expiration dates and times (column 11, lines 1-6; column 18, lines 
50-56; column/line 21/30-22/15). Similarly, a content creator using the Stefik et 
al. determines a time periodically in order to establish validity periods as content 
is not created every instant of every day. 

Claim Rejections • 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not.be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 3, 7, 22, 26, 40 and 44 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Stefik et al.. U.S. Patent No. 5,638,443 in view of Shah- 
Nazaroff et al., U.S. Patent No. 6,157,377. 
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As per claims 3, 7, 22, 26, 40 and 44, Stefik et al. teach assigning usage 
rights to content based on a dynamic condition such as time (column 18, lines 
50-56; column/line 21/32-22/18). However, Stefik et al. do not disclose resolution. 
Shah-Nazaroff et al. teach assigning usage rights such as resolution to content 
(figures 4 and 5; column 2, lines 18-25, 39-43 and 53-67; column 3, lines 1-6 and 
59-67; column 4, lines 42-54; column 6, lines 15-52). Shah-Nazaroff et al. also 
teach assigning a usage right (i.e. upgrade) based on the load of a distributing 
computer (column 2, lines 25-38). Therefore, it would have been obvious to one 
of ordinary skill to combine the teachings of Stefik et al. and Shah-Nazaroff et al. 
in order to allow users to take full advantage of the content processing features 
(e.g. high definition, surround sound) available on user devices (e.g. TV, DVD, 
computer) ('377, column 2, lines 16-24; column 3, lines 45-58; column/line 6/48- 
7/5; column/line 7/66-8/18). 

10. Claims 4, 5, 23, 24, and 41 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Stefik et al.. U.S. Patent No. 5,638,443 and Shah-Nazaroff et 
al., U.S. Patent No. 6,157,377, as applied to claims 3, 22, above, and in further 
view of Cox et al., U.S. Patent No. 5,930,369. 

As per claims 4, 5, 23, 24, and 41, Stefik et al. teach assigning usage 
rights to content based on a dynamic condition such as time (column 18, lines 
50-56; column/line 21/32-22/18) while Shah-Nazaroff et al. teach assigning 
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usage rights such as a resolution to content and determining a resolution of the 
content for download (figures 4 and 5; column 2, lines 18-25, 39-43 and 53-67; 
column 3, lines 1-6 and 59-67; column 4, lines 42-54; column 6, lines 15-52). 
However, neither Stefik et al. nor Shah-Nazaroff et al. explicitly recite applying a 
sub-band decomposition algorithm to digital content to create sub-images and 
combining the sub-image into the determined content resolution. Cox et al. teach 
a method for watermarking audio, image, video or multimedia data by applying a 
sub-band decomposition algorithm (i.e. wavelet) (column 12, lines 5-12; column 
14, lines 25-32 and 42-50) and combining the sub-images into a processed 
image (column/line 6/27-7/38). Therefore, it would have been obvious to one of 
ordinary skill to combine the teachings of Stefik et al., Shah-Nazaroff et al. and 
Cox et al. in order to identify unauthorized reproduction of content by persistently 
embedding a watermark into content ('369, column 1, lines 18-48, '443, figure 15; 
column 18, lines 8-15). 

1 1 . Claims 17, 36 and 54 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Stefik et al.. U.S. Patent No. 5,638,443. 

As per claim 17, 36 and 54, Stefik et al. teach performing this task 
continuously in order to properly establish periods of validity and/or expiration 
dates and times (column 11, lines 1-6; column 18, lines 50-56; column/line 21/30- 
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22/15). Therefore, the prior art is elastic enough to encompass a user 
establishing a time period (column 18, lines 50-56) just prior to the actual 
distribution time (KSR International Co. v. Teleflex Inc., 82 USPQ2d 1385 (U.S. 
2007)). 



